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DETAILED ACTION 

1 . This action is issued in response to applicants amendment filed August 1 , 2007. 

2. Claims 1-7 and 9-30 are presented. No claims added and claims 8,16, and 30 
are cancelled. 

3. Claims 1-7,9-15, and 17-29 are pending. 

4. Applicant's arguments filed August 1 , 2007, have been fully considered but they 
are not persuasive. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1 ,6, and 25 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

In particular, newly amended claim 1 recites, "the search query comprises a 
search query word, a list of electronic documents, and a folder containing the electronic 
documents in the list of electronic documents". While the applicant has provided 
citations within the specification to supposedly support the amended portions of the 
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claim (i.e., page 3, lines 16-21 and page 4, lines 19-28), the examiner, however, does 
not agree with such support. More specifically, the examiner is unable to locate 
anywhere within the present applications description, such details which explain the 
search query comprising a search query word, a list of electronic documents, and at 
least one folder containing the list of electronic documents. At most, the examiner is 
able to find where the search query comprises a search query word and that particular 
word can then be retrieved from the electronic document that a user wishes to search. 
As well as, the fact that the electronic document can include multiple electronic 
documents. This in fact is not the same interpretation of the search query {itself) 
comprising all 3 elements (a search query word, a list of electronic documents, and at 
least one folder containing the list of electronic documents) as listed within the claim 
limitation. Therefore, the amended portions of the claim are deemed non-supportive and 
containing new matter. As such, newly amended claims 6 and 25 are rejected under the 
same premise as stated above. Corrections are needed. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roche (US Patent No. 6,859,800) filed April 26, 2000, in view of Hullender (US 
Patent No. 6,111,985) filed June 6, 1997, and further in view of Lopresti (US Patent 
No. 5,832,474) filed February 26, 1996. 

Regarding Claim 1 , Roche discloses a computer-implemented method for 
searching through ink characters within an electronic document comprising: 

accepting, by a computer, a search query, where the search query 
comprises a search query word, a list of electronic documents, and at least one 
folder containing the electronic documents in the list of electronic documents 
(Fig.6; column 9, lines 48-50 and columns 13-14, lines 60-67 and 1-4, 
respectively, Roche; examiner notes that it is well known within the art to perform 
an advanced search on a subject, which allows the user to not only input specific 
keywords/terms, but also specify a file or folder (i.e., my documents, my 
bookmarks, etc.) with other electronic documents adhered to and search as well); 

retrieving a search query character from the search query word in the 
search query (column 12, lines 33-37 and 60-67, Roche). However, Roche is 
silent with respect to accepting an ink word from the electronic document; 
accepting an ink alternate word, wherein the ink alternate word is an estimation 
of the ink word; retrieving an ink alternate character for the ink alternate word; 
determining when the ink alternate character matches the search query 
character; repeating stages (d)-(f) for a plurality of ink alternate characters; and 



Application/Control Number: 10/675,450 Page 5 

Art Unit: 2161 

returning a match list of the ink alternate character matches resulting from stage 
(f). On the other hand, Hullender discloses accepting an ink word (column 4, 
lines 25-45, Hullender); accepting an ink alternate word, wherein the ink alternate 
word is an estimation of the ink word (column 4, lines 60-65, Hullender); 
retrieving an ink alternate character for the ink alternate word (column 5, lines 7- 
10, Hullender). Roche and Hullender are analogous art because they are from 
the same field of endeavor of fulfilling an information need based upon a body of 
information. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to incorporate Hullender's teachings into the Roche system. 
A skilled artisan would have been motivated to combine as suggested by 
Hullender at columns 3-4, lines 65-67 and 1-5, respectively, wherein, in order to 
providing a text buffer for displaying and allowing edit control of the text 
characters that have been input and recognized by the system, thus further 
allowing, if the character is handwritten, the system to recognize the character in 
part by its shape from among computer characters. As a result, permitting the 
system to recognize both text and handwritten data. However, the combination of 
Roche in view of Hullender, are silent with respect to determining when the ink 
alternate character matches the search query character. On the other hand, 
Lopresti discloses determining when the ink alternate character matches the 
search query character (column 7, lines 7-26, Lopresti). Roche, Hullender, and 
Lopresti are analogous art because they are from the same field of endeavor of a 
search and retrieval system. It would have been obvious to one of ordinary skill in 
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the art at the time of the invention to incorporate Lopresti's teachings into the 
Roche in view of Hullender system. A skilled artisan would have been motivated 
to combine as suggested by Lopresti at column 2, lines 8-27, wherein in order to- 
permit user-drawn annotations to be readily incorporated into or associated with 
the stored document and thus allowing the user annotations to be searched as 
part of a document retrieval query. Therefore, the combination of Roche in view 
of Hullender, and further in view of Lopresti, disclose repeating stages (d)-(f) for a 
plurality of ink alternate characters (column 6, lines 12-22, Hullender); and 
returning a match list of the ink alternate character matches resulting from stage 
(f) (column 7, lines 26-32, Lopresti). 

Regarding Claim 2, the combination of Roche in view of Hullender, and 
further in view of Lopresti, disclose the computer-implemented method further 
comprising: 

accepting another ink alternate character for the ink alternate word in 
response to a positive determination that the ink alternate character matches the 
search query character (column 7, lines 40-50, Hullender); 

accepting another search query character from the search query word 
(column 12, lines 35-39, Roche); 

determining when the other ink alternate character matches the other 
search query character (columns 7-8, lines 60-67 and 1-6, respectively, Lopresti); 



Application/Control Number: 10/675,450 Page 7 

Art Unit: 2161 

determining when the other search query character is the last character in 
the search query word in response to a positive determination that the other ink 
alternate character matches the other search query character (column 11, lines 
34-50, Lopresti); and 

sending a match to the match list in response to a positive determination 
that the other search query character is the last character in the search query 
word (column 11, lines 50-52, Lopresti). 

Regarding Claim 3, the combination of Roche in view of Hullender, and 
further in view of Lopresti, disclose the computer-implemented method further 
comprising: 

determining when the search query contains another search query word 
(column 12, lines 30-33, Roche); 

retrieving a search query character of the other search query word in 
response to a positive determination that the search query contains the other 
search query word (column 13, lines 44-56, Roche); and 

determining when the search query character of the other search query 
word matches the ink alternate character of the ink alternate word (columns 7-8, 
lines 60-67 and 1-6, respectively, Lopresti). 
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Regarding Claim 4, the combination of Roche in view of Hullender, and 
further in view of Lopresti, disclose the computer-implemented method further 
comprising: 

accepting another ink alternate word in response to a determination that 
the ink alternate character does not match the search query character (column 1- 
10 and 23-35, Hullender); 

retrieving an ink alternate character for the other ink alternate word 
(column 5, lines 7-10, Hullender); 

determining when the ink alternate character for the other ink alternate 
word matches the search query character (columns 7-8, lines 60-67 and 1-6, 
respectively, Lopresti); and 

repeating steps a-c for a plurality of ink alternate words (column 6, lines 
12-22, Hullender). 

Regarding Claim 5, the combination of Roche in view of Hullender, and 
further in view of Lopresti, disclose a computer-readable medium having 
computer-executable instructions for performing the steps recited in Claim 1 
(column 3, lines 35-45, Hullender). 

9. Claims 6-7,9,12-15, and 17-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roche (US Patent No. 6,859,800) filed April 26, 2000 in view of 
Lopresti (US Patent No. 5,832,474) filed February 26, 1996. 
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Regarding Claims 6,12, and 25, Roche discloses a computer-implemented 
method for searching within an electronic document comprising: 

accepting, by a computer, a search query comprising a search query word 
to be sought in the electronic document, a list of electronic documents, and at 
least one folder containing the documents in the list of electronic documents 
(Fig.6; column 9, lines 48-50 and columns 13-14, lines 60-67 and 1-4, 
respectively, Roche); 

determining when the search query word matches at least one set of 
characters in the electronic document (column 13, lines 54-56, Roche) 
comprising: 

accepting the search query word from the search query (column 12, lines 
28-33, Roche); 

retrieving one of a plurality of search query characters from the search 
query word (column 12, lines 33-37 and 60-67, Roche), 

accepting a document content character from the electronic document 
(columns 13-14, lines 60-67 and 1-4, respectively, Roche), 

determining when the document content character is an ink character or a 
text character (columns 16-17, lines 55-67 and 1-11, respectively, Roche) 1 , 



1 Examiner Notes: The applicant's use of alternative language ('or') within the claim language has given 
the examiner the option of choosing which content character to disclose. As such, the examiner has 
opted to disclose the 'text character'. As a result, the examiner believes the limitation for "conducting an 
ink character match ..." does not warrant a citation. 
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conducting a text character match in response to a determination that the 
document content character is a text character (column 10, lines 57-66, Roche), 
and 

conducting an ink character match in response to a determination that the 
first document content character is an ink character; 

adding a match to a match list in response to a positive determination that 
the search query word matches the set of characters in the electronic document 
(column 23, lines 24-31, Roche); 

processing a boolean operator in the search query (column 35, lines 59- 
64, Roche); 

determining when the match to the first query word before the boolean 
operator and the match to the first query word after the boolean operator satisfy a 
spatial relationship (column 2, lines 24-30, Roche) 2 , the spatial relationship being 
satisfied when the match to the first query word before the boolean operator and 
the match to the first query word after the boolean operator occur within a portion 
of the document currently displayed in a viewable area (column 37, lines 9-26, 
Roche); 

sorting the matches in the match list (column 1 1 , lines 4-6, Roche) 3 ; 



2 Examiner Notes: The proximity operators correspond to the satisfying of the spatial relationship, 
because the user will designate a specific distance allowed between two terms and anything else is 
unacceptable. 

3 Examiner Notes: "Ranking" corresponds to sorting. 
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identifying the match in the match list (column 20, lines 32-37, Roche) that 
is closest to a match point in the electronic document (column 21, lines 2-5, 
Roche); and 

navigating through the electronic document to the match closest to the 
match point (column 22, lines 23-35, Roche). While Roche does disclose 
identifying the match closest to the match point, Roche is silent with respect to 
highlighting the closest point. On the other hand, Lopresti discloses highlighting 
the match closest to the match point (column 7, lines 33-40, Lopresti). It would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate Lopresti's teachings into the Roche system. Roche and Lopresti are 
analogous art because they are from the same field of endeavor of accepting and 
fulfilling a queries need that supports text data and user-drawn annotations. A 
skilled artisan would have been motivated to combine the highlighting feature of 
Lopresti with the Roche system as suggested by Lopresti at column 7, lines 36- 
41, in order to intensify the matching annotation (i.e. to help the desired match 
stand out visually for the user). As a result, highlighting the interesting portion of 
the document allows the user to identify the text more quickly, saving valuable 
time. 

Regarding Claim 7, the combination of Roche in view of Lopresti, disclose 
the computer-implemented method further comprising: 
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retrieving document content from the electronic document (column 13, 
lines 4-6, Roche) 4 ; 

accepting at least one document content character from the 
document content (column 12, lines 30-37, Roche); 

determining when additional document content exists in the electronic 
document (columns 26-27, lines 64-67 and 1-2, respectively, Roche); and 

repeating steps a-c for the additional document content (column 21 , lines 
59-61, Roche). 

Regarding Claim 9 and 29, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method wherein processing a boolean 
operator in the search query comprises: 

accepting the boolean operator from the search query (column 1, lines 29- 
33, Roche); 

accepting a match to a first query word before the boolean operator 
from the match list (column 2, lines 9-17, Roche) 5 ; 

accepting a match to a first query word after the boolean operator from 
the match list (column 2, lines 9-17, Roche) 6 ; 

determining when the match to the first query word before the boolean 
operator and the match to the first query word after the boolean operator satisfy a 

4 Examiner Notes: The retrieving of the document is performed by the retrieval application (column 11, 
lines 18-21, Roche). 

5 Examiner Notes: The first query word before the boolean is "Alexander" the match is "Alexander Heard". 

6 Examiner Notes: "Bell" represents the first query word after the boolean and the match is "Packard Bell". 
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spatial relationship (column 2, lines 24-30, Roche) 7 ; and 

removing from the match list the match to the first query word before the 
boolean operator and the match to the first query word after the boolean operator 
in response to a failure to satisfy the spatial relationship (column 2, lines 40-52, 
Roche) 8 . 

Regarding Claims 13 and 26, the combination of Roche in view of 
Lopresti, disclose the computer-implemented method wherein the match point 
comprises the cursor location in the electronic document (column 5, lines 29-31 , 
Lopresti). 

Regarding Claims 14 and 27, the combination of Roche in view of 
Lopresti, disclose the computer-implemented method wherein sorting the 
matches comprises sorting the matches in the match list by the page number in 
which the match is located in the electronic document (column 17, lines 31-34, 
Roche). 

Regarding Claim 15, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method further comprising: 



7 Examiner Notes: The proximity operators correspond to the satisfying of the spatial relationship, 
because the user will designate a specific distance allowed between two terms and anything else is 
unacceptable. 

8 Examiner Notes: Reducing the number of irrelevant documents correspond to removing. 
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sorting a plurality of matches in the match list by page number in the 
electronic document (column 17, lines 31-34, Roche); 

accepting a first match and a second match from the match list (column 
13, lines 60-61, Roche); 

determining when at least one character is between the documents 
content characters corresponding to the first match and the second match in the 
electronic document (column 2, lines 33-37, Roche) 9 ; 

merging the first match and the second match in the match list in response 
to a negative determination of at least one character between the document 
content characters corresponding to the first match and the second match 
(column 12, lines 53-57, Lopresti) 10 ; 

retrieving a next match in the match list (column 26, lines 64-66, Roche); 

and 

repeating steps b-e for the plurality of matches in the match list (columns 
26-27, lines 66-67 and 1-2, respectively, Roche). 

Regarding Claim 17, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method wherein conducting a text character 
match comprises: 

comparing the document content character to the search query character 
to determine if the characters match (column 18, lines 47-51, Roche); 
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determining when the search query word contains additional characters in 
response to a positive determination that the search query character matches the 
document content character (columns 26-27, lines 64-67 and 1-2, respectively, 
Roche); 

retrieving another one of the search query characters in response to a 
positive determination that the search query word contains additional characters 
(column 13, lines 44-56, Roche); and 

sending a match to the match list in response to a negative determination 
that the search query word contains additional characters (column 1 1 , lines 50- 
52, Lopresti). 

Regarding Claim 18, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method further comprising: 

determining when the electronic document comprises a next document 
content character (columns 26-27, lines 64-67 and 1-2, respectively, Roche) in 
response to a negative determination that the search query character matches 
the document content character; 

retrieving the next document content character in response to a positive 
determination that the electronic document comprises the next document content 
character (column 13, lines 4-6, Roche); and 



9 Examiner Notes: The search is for "Alexander NEAR Bell", an optional outcome is "Alexander Graham 
Bell", wherein Graham is an example of characters between the two matches. 

10 Examiner Notes: The "errors" are indications of a negative determination. 
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comparing the search query character to the next document content 
character to determine when the characters match (column 18, lines 47-51, 
Roche). 

Regarding Claim 19, the combination of Roche in view of Lopresti, 
disclose the computer implemented method further comprising: 

determining when the search query contains another search query word 
(column 12, lines 30-33, Roche); 

retrieving a search query character of the other search query word in 
response to a positive determination that the search query contains the other 
search query word (column 13, lines 44-56, Roche); and 

comparing the document content character to the search query character 
of the other search query word to determine if the characters match (columns 7- 
8, lines 60-67 and 1-6, respectively, Lopresti). 

Regarding Claim 20, the combination of Roche in view of Lopresti, 
discloses the computer-implemented method wherein conducting an ink 
character match comprises: 

accepting an ink alternate word, wherein the ink alternate word is an 
estimation of the actual ink word received by the electronic document; 

retrieving an ink alternate character for the ink alternate word; 
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determining when the ink alternate character matches the search query 
character; 

accepting another ink alternate word in response to a determination that 
the ink alternate character does not match the search query character; and 

repeating stages b-d for the other ink alternate word. (Examiner Notes: 
Since the claim limitations depend from the alternative language as stated in 
claim 6; wherein the examiner has opted to disclose the limitations for conducting 
a text character match, citations will not be provided.) 

Regarding Claim 21 , the combination of Roche in view of Lopresti, 
disclose the computer implemented method further comprising: 

accepting another ink alternate character for the ink alternate word; 

accepting another search query character from the search query word; 

determining when the other ink alternate character matches the other 
search query character; 

determining when the other search query character is the last character in 
the search query word in response to a positive determination that the other ink 
alternate character matches the other search query character; and 

sending a match to the match list in response to a positive determination 
that the other search query character is the last character in the search query 
word. (Examiner Notes: Since the claim limitations depend from the alternative 
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language as stated in claim 6; wherein the examiner has opted to disclose the 
limitations for conducting a text character match, citations will not be provided.) 

Regarding Claim 22, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method further comprising: 

determining when the search query contains another search query word; 

retrieving a search query character of the other search query word in 
response to a positive determination that the search query contains the other 
search query word; and 

determining when the search query character of the other search query 
word matches the ink alternate character of the ink alternate word. (Examiner 
Notes: Since the claim limitations depend from the alternative language as stated 
in claim 6; wherein the examiner has opted to disclose the limitations for 
conducting a text character match, citations will not be provided.) 

Regarding Claim 23, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method further comprising: 

determining when the electronic document comprises additional document 
content characters (columns 26-27, lines 64-67 and 1-2, respectively, Roche); 

retrieving a next document content character in response to a positive, 
determination that the electronic document comprises additional document 
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content characters (columns 13-14, lines 60-67 and 1-4, respectively, Roche); 
and 

determining when the next document content character is an ink character 
or a text character (columns 16-17, lines 55-67 and 1-11, respectively, Roche). 

Regarding Claim 24, the combination of Roche in view of Lopresti, 
disclose a computer-readable medium having computer-executable instructions 
for performing the steps (column 9, lines 40-64, Roche). 

Regarding Claim 28, the combination of Roche in view of Lopresti, 
disclose the computer-implemented medium having computer-readable 
instructions wherein the search query comprises at least two search query words 
(column 13, lines 44-56, Roche), further comprising the step of processing a 
boolean operator in the search query (column 35, lines 59-64, Roche). 

10. Claims 10 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roche (US Patent No. 6,859,800) filed April 26, 2000 in view of Lopresti (US 
Patent No. 5,832,474) filed February 26, 1996, as applied to claims 6-9,12-15, and 
25-29 above, and further in view of "Software Patent Institute Database of 
Software Technologies", Published 1997, will be referred to hereinafter as "SPI". 
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Regarding Claim 10, the combination of Roche in view of Lopresti, 
disclose the computer-implemented method wherein the spatial relationship is 
satisfied when the match to the first query word before the Boolean operator and 
the match to tie first query word after the boolean operator. However, Roche in 
view of Lopresti, are silent with respect to the spatial relationship occurring within 
the same paragraph of the electronic document. On the other hand, SPI 
discloses the spatial relationship occurring within the same paragraph of the 
electronic document (pg.3, lines 7-26, SPI). It would have been obvious to one of 
ordinary skill in the art at the time of the invention to incorporate SPrs teachings 
into the Roche in view of Lopresti system. The combination of Roche in view of 
Lopresti, and SPI are analogous art because they are from the same field of 
endeavor of using search operators in order to search. A skilled artisan would 
have been motivated to combine the combination of Roche in view of Lopresti 
with the SPI teaching in order to allow the user to designate the spacing between 
two terms, which allows the for commanding the system to retrieve documents 
which contain the terms close to each other. Boolean operators are used for 
searching electronic documents and determining a query by joining terms. As a 
result, this allows for more control over the query results and reduction in number 
of irrelevant documents. 

Regarding Claim 11, the combination of Roche in view of Lopresti, and 
further in view of SPI, disclose the computer-implemented method wherein the 
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spatial relationship is satisfied when the match to the first query word before the 
boolean operator and the match to the first query word after the boolean operator 
occur within the same page of the electronic document (pg.3-4, lines 41-48 and 
1-8, respectively, SPI). 

Response to Arguments 

Applicant argues, Roche does not teach "an electronic document comprising 
multiple electronic documents and at least one folder containing the multiple electronic 
documents". 

Examiner respectfully disagrees. In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that the 
features upon which applicant relies (i.e., "an electronic document comprising") are not 
recited in the rejected claim(s). Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). In particular, the 
examiner would like to point out that the claim language states that the search query 
comprises a search query word, a list of electronic documents, and at least one folder 
containing the electronic documents. It does not state that the electronic document 
comprises the elements as listed above. 

Applicant's arguments with respect to the newly amended claims 1,6, and 25 
have been considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. 

Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Points of Contact 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chelcie Daye whose telephone number is 571-272- 
3891 . The examiner can normally be reached on M-F, 7:00 - 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Apu Mofiz can be reached on 571-272-4080. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

Chelcie Daye 
Patent Examiner 
Technology Center 2100 
October 1 1 , 2007 




